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DETAILED ACTION 



Specification 

1 . The Abstract of the Disclosure is objected to because the abstract is too short 
and does not represent the invention in details. Correction is required. See 37 CFR 
§ 1.72 and M.P.E.P. § 608.01(b). A substitute abstract should be filed in response to 
this action. A comprehensive abstract describing the invention has become very 
significant, as the abstract is often searched and retrieved through commercial data- 
searching by the scientific and research community in industry, academic institutions 
and the patent office. 

Applicant is reminded of the proper language and format of an Abstract of the 
Disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 250 words. It is important 
that the abstract not exceed 250 words in length since the space provided for the 
abstract on the computer tape used by the printer is limited. The form and legal 
phraseology often used in patent claims, such as "means" and "said", should be 
avoided. The abstract should describe the disclosure sufficiently to assist readers in 
deciding whether there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims 
particularly pointing out and distinctly claiming the subject 
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matter which the applicant regards as his invention. 

3. Claim 9 is rejected under 35 U.S.C. 112. second paragraph, as being indefinite 
for failing to parUcularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

4. Claim 9 is indefinite because the ".5 wto/o" in line 3 is an apparent 
typographical error. 



Double Patenting 



5. The nonstatutory double patenting rejection is based on a judicially created 
doctnne grounded m public policy (a policy reflected in the statuJe) so as^to prevent 
the unjustified or improper timewise extension of the "right to exclude" granted by a 

"^^S^^^^^^^^ I-0,and.S^^ 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .32 1 © mav be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be 
commonly owned with this application. See 37 CFR 1 130(b) 

ter™inaMT.^'r'^'"T ^.^^f'/ ^^S^^^^^-^^ ^"^-^^X °^ ^g^nt of record may sign a 
^If^t^'^lly ' ^^"^ ""^'^ fully cor^ply 

6. Claims 8- 1 0, 1 3, and 1 4 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 12-1 7 of U.S. 
Patem No. 5730932 to Sarld^el et al. Although the conflicting claims 



are not 
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identical, they are not patentably distinct from each other because the claimed steps 
and solder composition overlap the steps and solder composition of cited patent. 



Claim Rejections - 35 USC §103 

7. The factual inquiries set forth in Graham v. John Deere Co. , 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 

obviousness or nonobviousness. 

8. This application currently names joint inventors. In considering patentability 
of the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter 
of the various claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. Applicant is advised of the 
obligation under 37 CFR 1 .56 to point out the inventor and invention dates of each 
claim that was not commonly owned at the time a later invention was made in order 
for the examiner to consider the applicability of 35 U.S.C. 103(c ) and potential 35 
U.S.C. 102(f) or (g) prior art: under 35 U.S.C. 103(a). 

9. Claims 8-9 and 13-14 are rejected under 35 U.S.C. § 1 03 as being 
unpatentable over USP 5439639 to Vianco in view of USP Re. 33 1 97 to 
Deambrosio, USP Re. 32982 to O'Rourke, or USP 5361969 to Gileta. 

10. The Vianco reference(s) disclose(s) the features including the claimed Sn-Ag-Bi 



solder composition (col. 5, lines 23-45) and wave soldering method (col. 1 , lines 1 5- 
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47). The difference between the reference(s) and the claims are as follows: Vianco 
does not disclose the wave soldering setup. However, Deanibrosio (abstract), 
O'Rourke (col. 1, lines 23-65), or Gileta (col. 1, lines 51-68) disclose(s) wave 
soldering setup in the same field of endeavor or the analogous metallurgical art. 
Therefore, as is evident by cited references that the claimed solder composition and 
wave soldering methods are Icnown in the art of cited references. 

1 1 . Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
references as applied to claims above, and further in view of Kattner et al. 

12. The claimed subject matter as is disclosed and rejected above by the cited 
reference(s) except for higher Bi content. Vianco in col. 2, lines 38-51 discloses 
higher Bi content is l<nown in the plumbing art for a large pasty range. Kattner in 
page 603, left col. discloses Sn-Bi-Ag solder system is known in the art for electronic 
applications. In page 608, Figure 7 ICattner discloses liquidus surface and solidus 
surface of Sn-Bi-Ag system in the same field of endeavor or the analogous 
metallurgical art. Therefore, it would have been obvious to one having ordinary slcill 
in the art of the cited references at the time the invention was made to adjust the 
result effective variable such as Bi content for a desirable melting temperature range. 
It has been well settled that selecting a range in a known range by optimization for 
the best results is within ambit of ordinary skill artisan, see In re Aller, et al., 105 
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USPQ233 and In reBoesch, 617 F.2d272, 276, 205 USPQ215, 219 (CCPA 1980). 

Conclusion 

The above rejection relies on the reference(s) for all the teachings expressed in 
the text(s) of the references and/or one of ordinary skill in the metallurgical art would 
have reasonably understood or implied from the text(s) of the reference(s). To 
emphasize certain aspect(s) of the prior art, only specific portion(s) of the text(s) 
have been pointed out. Each reference as a whole should be reviewed in responding 
to the rejection, since other sections of the same reference and/or various combination 
of the cited references may be relied on in future rejection(s) in view of 
amendment(s). 

All recited limitations in the instant claims have been meet by the rejections as 
set forth above. 

Applicant is reminded that when amendment and/or revision is required, 
applicant should therefore specifically point out the support for any amendments 
made to the disclosure. See MPEP § 2163.06 (a) and 37 C.F.R. § 1.1 19. 

Examiner Correspondence 
Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to S. Ip whose telephone number is (703) 308-2542. 
The examiner can normally be reached on Monday to Friday from 5:30 A.M. to 2 00 
P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dr. Roy V. King, can be reached on (703)-308-l 146. 

The facsimile phone numbers are (703) 872-9310 (non-final Official Paper 
only), (703) 872-931 1 (after-final Official Paper only), and (703) 305-7719 
(Unofficial Paper only). When filing a FAX in Technology Center 1 700, please 
indicate in the Header (upper right) "Official" for papers that are to be entered into 
the file, and "Unofficial" for draft documents and other communication with the PTO 
that are not for entry into the file of the applicadon. This will expedite processing of 
your papers. 
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